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Offic Action Summary 

Application No. 

A;j0!jfi9flt(s) 

Ex^mlner^ 

Group Art Unit 



— 77ie MAILING DATE of Ihis communication appears on the cover sheet beneath the correspondence address- 
Period for Reply >■ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE L MONTH(S) FROM THE MAIUNG DATE 

OF THIS COMMUNICATION. 


- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no evert, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for nepty specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified atx>ve, such period shall, by de^lt, expire SIX (€) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later ttian three months after the mailing date of this cornmunication, even if timely, may reduce any earned patent 
temn adjustment See 37 CFR 1 .704(b). 



status 

^?^esponslve to communication(s) filed on 

□ This action is RNAL. 

□ Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is closed In 
accordance with the practice under Ex parte Quayfe, 1 9i35 CD. 1 1 ; 453 O.G. 21 3. 

Disposition of Claims 

^^Claim(s) , ll 

^ Of the above clalm(s) 

□ Clalm(s) 


is/are pending In the application. 
. is/are withdrawn from consideration. 


□ Claim{s)- 

□ Claim(s)- 
'blaim(s). 


Application Papers 

□ The proposed drawing correction, filed on . 

□ The drawing(s) filed on 


is/are allowed. 

Is/are rejected. 

is/are objected to. 

are subject to restriction or election 
requirement 


Is □ approved □ disapproved. 


Is/are objected to by the Examiner 


□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 19 (aHd) 

^^^^cknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19 (a)-(d). 
^ AJI □ Some* □ None of the: 

^^^^^rtified copies of the priority documents have been received. 

□ Certified copies of the priority documents have been received in Application No 

□ Copies of the certified copies of the priority documents have been received 

in this national stage application from the Intemational Bureau (PCT Rule 17.2(a)) 
'Certified copies not received: 


Attachment(8) 

^^Jnfomriation Disclosure Statement(s), PTO-1449, Paper No(s) 

□ Notice of Reference{s) Cited, PTO-892 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 


□ Interview Summary, PTC)-413 

□ Notice of Infonnal Patent Application, PTO-152 

□ Other 
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1. This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the apphcability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). . 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-3, drawn to a method of inspecting a printing state, classified in class 29, 
subclass 593. 

II. Claims 4-15, drawn to a method inspecting a circuit board, classified in class 29, 
subclass 593. 

III. Claims 16-18, drawn to a substrate having a test printing pattern other than a 
required printing portion, classified in class 428, subclass 543. 

3. Inventions Groups 1-2 considered together and Group 3 are related as process and 
apparatus for its practice. The inventions are distinct if it can be shown that either: (1) the 
process as claimed can be practiced by another materially different apparatus or by hand, or (2) 
the apparatus as claimed can be used to practice another and materially different process. (MPEP 
§ 806.05(e)). In this case the apparatus as claimed can be used to practice another and materially 
different process such as being made without printing with a mask, or using two different masks. 


Serial Number: 09/576,716 
Art Unit: 2856 


Page 3 


and not using the test portion to judge the entire state but using it as a demonstration portion to 
illustrate the activity of the printed circuit, etc, 

4. Inventions Group 1 and Group 2 are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because it does not require the test printing portion to have a smaller pattern dimension 
than smallest pattern dimension in the required portion as in group 2, or the substrate to be a 
circuit board, as evidenced by such not being require in base claim 1 of group I. The 
subcombination has separate utility such as use as a method of inspecting without necessarily 
having the test portion be provided in high defect risk area as in group 1 since this might lead to 
too many false indications of a defect. 

5. Because these inventions are distinct for the reasons given above and the search required 
for Group 1 is not required for Groups 2-3, etc, restriction for examination purposes as indicated 
is proper. 

6. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 
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7. A telephone call was made to Mr. Charles R. Watts on December 7, 2001 to request an 
oral election to the above restriction requirement, but did not result in an election being made. 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Tom Noland whose telephone number is (703) 305-4765. The examiner can 
normally be reached on weekdays from 9:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Mr. Hezron E. Williams, can be reached on (703) 305-4705. 

The fax phone number for the organization where this application or proceeding is 
assigned is (703) 308-7722. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0956. 

A 



Thomas P. Noland 
Primary Examiner 
Art Unit 2856 


Noland/ds 
12/21/01 



